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here is not intended to create a lawyer-client relationship. When confronted with legal issues, it is always
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e Patentability Requirements
e Enforcement & Freedom-To-Operate

e Patent Issues in Grant Applications
e Q&A




Types of Patents
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What is Patent?

* A right granted by the government to an inventor to exclude others,
for a fixed period of time, from making, using, selling, importing, or
offering for sale the patented products, or using the patented method,
or using, offering for sale, selling or importing the products made by
the patented method.

* Territorial protection 7‘{

Jne
: Anited
- Not automatic Cates
- Not universal - No “international” patent ui;foﬂfnma
- US#CN = HK

* First-to-File

e Granted by the gov’t but policed by the right holders

http://www.fort-myers-patent.com/
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Types of U.S. Patents

e Utility (= Invention)
Process
Machine
Manufacture
- Composition of matter

* Design
e Visual ornamental characteristics on

an article of manufacture
e.g. Apps icon, Coca-Cola bottle 5

e Plant k%/ _Fm %
e Asexually reproduced plant
* cf sexually reproduced plants, seeds, methods of producing | | ey
a plant | Fe.5
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Patent - U.S. vs China *‘ SIFQ

EEESIPATS O
U.S China
Utility 20 years — Invention 20 years
Design 15 years —_— Design 10 years
Plant 20 years /
/ Utility model 10 years
U.S. China

Utility Patent 8] 205 Invention Patent #&afEiF|  Utility Model & F#iE!

Any new and useful process, Any new technical solution
machine, manufacture, or Any new technical solution relating to the shape, the
composition of matter, or any relating to a product, a process structure, or their
new and useful improvements or improvement thereof combination, of a product,
thereof which is fit for practical use
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Patent - Hong Kong
L.}? i 4k 45 B 7 I § B

- Design Patent 4MEL: -

e 25 years

e Standard Patent 2 #E EUR| (Re-registration of a granted patent)
* China
* United Kingdom
* European patent designating UK
e 20 years

e Short Term Patent %7 # B 5

* Formality examination
* 8 years

* Will implement a "original grant patent system” in late 2017 or early
2018
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When & Where — International Schemes

* Time is of the essence.
e Territorial in nature.

e Paris Convention

 Right to claim the priority of a prior application within 6 months (industrial designs
and trademarks) or 12 months (patents) in up to 177 regions

e Patent Cooperation Treaty (PCT)

* One PCT application = Reserve right to file applications in up to 152 regions
* File, prosecute, grant and maintain independently in each region of interest
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PCT — International & National Stage

United States

18 months

Japan

A
v

12 months .

Europe

First Application PCT Application Publication

H *
in China < > Up to 152 Regions

30 or 31 months
National Entry

v’ Preserve earliest filing date while delay filings
v Buy time to gather resources and strategize

* Taiwan is not covered by PCT scheme
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Patentability Requirements
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Five Basic Patentability Requirements

e Statutory requirements for patentability (U.S.):
- Patentable Subject Matters/Utility (35 USC §101)
. Novelty (35 USC $102)
- Non-obviousness (35 USC §103)
- Written Description (35 USC §112)
. Enablement (35 USC §112)

o T EARERIMRAE (RN RIS
i‘xiﬁﬁ;ﬁ%ﬂﬁ?ﬁ%ﬁ?ﬁﬁ?ﬁm M Bl BREPEAE M. (AR
. |

- AR RS R Wl A AR RS A . SRR, LA B S ARy SRR ) AR
NEREAEIL A, (FANEEE 75 %)

© 2017 Law Offices of Albert Wai-Kit Chan, PLLC Page 11 of 37



s Everything Patentable?

"Under section 101, a person may have invented a
machine or a manufacture, which may include
anything under the sun that is made by man. ../

Diamond v. Chakrabarty, 447 U.S. 303 (1980)
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What Cannot be Patented?

U.S. China
Abstract idea Rules and methods for mental activities
Laws of nature Scientific discoveries
Natural phenomena /
Natural products /

X Purified protein, gene, chemical etc.

Methods for diagnosis or treatment of diseases
/ V Products/devices for treating/diagnosing diseases
V Uses of composition to prepare drugs

Human organisms Animal and plant* varieties
Sole utilization of special nuclear material or Substances obtained by means of nuclear
atomic energy in an atomic weapon transformation

Invention violating laws, social ethics or harms
the public interest e.g. human embryonic stem
cells

* Protected by other systems

<)

(a + b)2= a’+ 2ab N’

X
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Utility

e Useful in commercial or industrial sense
 Specific and substantial utility (U.S.)

* Industrial applicability B 14 (China, Europe, Japan)

- Exclude methods for treatment, surgery, and diagnosis practised on human or
animal body

/
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Novelty

* Not novel when an invention is:
- Described in a patent/patent application
- Described in a printed publication
- In public use (in U.S.)
- Onsale (in U.S.); or
- Otherwise available to the public (e.g. oral presentation, social media)

 Anywhere in the world!

e Grace period (U.S. — 1 year)
- Inventors can file a patent aﬁplication after disclosure made by the inventors, or
a third party who obtained the invention from the inventors.

April 28, 2016 January 29,2017 March 1,2017  April 28, 2017

Jones’ paper Jones’ app’l
Miller’s paper William’s app’l
NOT prior art against Prior art against
Jones’ application Jones’ application
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Non-obviousness (Inventiveness)

e Teaching or motivation in a combination of disclosures and/or common

knowledge in the field such that ...

* Without inventiveness, a person having ordinary skill in the field would have

arrived at the same invention with these disclosures and knowledge

* “Obvious to try” with a reasonable expectation of success

www.jafarilawgroup.com
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Non-obviousness (Inventiveness)

Exemplary rationales that may support a conclusion of obviousness include:

1. Combining prior art elements according to known methods to yield predictable results;

2. Simple substitution of one known element for another to obtain predictable results;

3. Use of known technique to improve similar devices (methods, or products) in the same way;

4. Applying a known technique to a known device (method, or product) ready for
improvement to yield predictable results;

5. “Obvious to try” — choosing from a finite number of identified, predictable solutions, with a
reasonable expectation of success;

6. Known work in one field of endeavor may prompt variations of it for use in either the same
field or a different one based on design incentives or other market forces if the variations
are predictable to one of ordinary skill in the art;

7. Some teaching, suggestion, or motivation in the prior art that would have led one of
ordinary skill to modify the prior art reference or to combine prior art reference teachings to
arrive at the claimed invention.

17



Written Description and Enablement

e Quid Pro Quo (Something for Something):

» Patentee gets the right to exclude others for a period of time
* Public gets full disclosure of the inventor’s best ideas about how to make and

use the invention
e CANNOT withhold necessary details of your invention to prevent others from

copying

e Three distinct disclosure requirements (35 U.S.C. §112)

/

-

Y4

Written Description

e Describe in full, clear, concise and exact terms
* Show possession of full scope of an invention

Enablement

* Enable one skilled in the art to make and use the
claimed invention without undue experimentation

* Working example(s) and methodology

~

J

AN
4 Best Mode A
e Must disclosure the best mode of making and
using the invention as contemplate
\° Do NOT need to point it out V.
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Support for a Broad claim - Predictability

What you have:
Saccharomyces cerevisiae secreting human growth factor X

| |

:\FQ Claim 1. A microorganism capable of secreting a human growth factor.

_’\K—{(} Claim 2. The microorganism of claim 1, wherein the microorganism is a
protozoan, a fungus, a yeast or a bacterium.

Claim 3. The microorganism of claim 1, wherein the microorganism is a yeast.

Claim 4. The microorganism of claim 3, wherein the human growth factor is
human growth factor X.

the genus Saccharomyces and the human growth factor is human growth

Claim 5. The microorganism of claim 1, wherein the microorganism belongs to
< 3 factor X.
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Broad Claims - Unpredictability

* We all want the broadest protection

e Whether the claim

e Has gone beyond what is disclosed in the written description?
* |s adequately supported by the written description?

* Independent claims: reasonable scope

 Dependent claims: cover individual variants described
in the specification

(ke
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Enforcement & Freedom-To-Operate
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| Got the Patent - Happily Ever After?

| can exclusively and freely practice my invention till my patent expires !(?)

Enforcement
v' Mark your patent no.
v’ Practice your invention.
v" Monitor & enforce against
infringement.

Procurement

Freedom to operate
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Freedom to Operate 2 s S
“I have a patent but why can’t | use it” s ;gg;g 0 “:_}
Seay ) WA RERERTS

s RS KSR BAR: 2003
e Patent is NOT a positive right but a right to exclude.
e Patentable # Not infringing.

* Freedom to operate (FTO)

e Whether an activity can be done without infringing IP rights of a third party?

e Any valid IPs covering the components or activities essential for practicing your invention in a
particular country ?

e Patent - iPSC

* License (permission to use)
e Challenge patent validity or enforceability

e Takeaway: Time to time FTO base on actual product/process
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Patent Issues in Grant Applications
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Grant Submission — Risks of Disclosure

« Whether submission of a grant application jeopardizes the patent
rights?

* Disclose objectives, technical info & data = Absolute confidence?
v’ Confidentiality policy of the funding/review agency

v’ Publication policy
v’ Inadvertent disclosure or subconscious utilization of ideas by reviewers

e Recommendations:
 File a U.S. provisional application no later than the date of submission (USD 130).
» Keep the grant proposal as general as possible. Avoid including overly detailed
description of what you plan to do unless it is necessary.
» Check agency’s policies regarding confidentiality and publication in advance. Seek
exemption from publication if possible.
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Grant Proposal — Patentability & FTO Issues

 How are you going to protect the IP resulting from your innovation?
v’ Are your deliverables something patentable and commercializable?
v’ Potential markets ? Market size?
v’ Competitive advantages of your products?
— Evaluate the commercial potential and feasibility of your invention
- Identify potential competitors and your market niche

e Patentability and Freedom-To-Operate
v Do you aware of any similar technology?
v" How would the prior art affect the patentability of your invention?
v' What is the risk of infringement?
- Prior art/patent search
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Prior Art

 Prior art affects the patentability of an invention.

* Information available in the public in any form before the
effective filing date.
e Journal articles, books
Published patents and applications
Thesis, company brochures
Website, online database of clinical trials
Oral, poster, slide presentation

e Cut-off time for prior art search
e Before filing = Any public information
o After filing =2 Any public information before the filing date/priority date
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Database for Prior Art/Patent Search

Patent (Free)
e SureChem
e Google Patent Search
* Free Patents Online
e Patent Offices
e.g. USPTO, EPO, SIPO

Patent (Paid)

e Delphion

* Lexis

e Westlaw’s Patent Database

Non-Patent Search
e PubMed

* Google Scholar

e SciFinder

* Web search engines



https://www.google.com/advanced_patent_search o

& Advanced Patent Search X

< ! | @ Secure

https://www.google.com/advanced_patent_search

GO gle Advanced Patent Search

Find results

Patent number

Title

Original Assignee

Current U.5.
Classification

International
Classification

Cooperative
Classification

Patent type/status

Restrict date by

with all of the words ||

with the exact phrase
with at least one of the words

without the words

Return patents with the patent number

Return patents with the patent title

Return patents with the inventor name

Return patents with the original assignee name

Return patents with the current U.S. classification

Return patents with the international classification

Return patents with the cooperative classification

Return patents with type/status

* Return patents anytime

Return patents betwesn v and

e.g. 1999 and 2000, or Jan 1999 and Dec 2000

* Restrict by filing date

Restrict by issue dats

First name, last name, or both

First name, last name, or both

Comma separated list of one or more classification codes.

Comma separated list of one or more classification codes.

Comma separated list of one or more classification codes.

Any typaistatus v
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10 results ¥ || Google Search
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Patent database

e WIPO World Intellectual Property Organization
http://www.wipo.int/patentscope/en/

e USPTO United States Patent and Trademark Office

http://www.uspto.gov/patents-application-process/search-
patents

e EPO European Patent Office
http://worldwide.espacenet.com/?locale=en_EP ESTRRNDIETES

Eurapean
Patent Offloe

Qffice europdan

* S|IPO State Intellectual Property Office des brevets
http://www.pss-

system.gov.cn/sipopublicsearch/portal/uilndex.shtml ‘*‘ SIPO
-

: L5 B
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http://www.uspto.gov/patents-application-process/search-patents
http://worldwide.espacenet.com/?locale=en_EP
http://www.pss-system.gov.cn/sipopublicsearch/portal/uiIndex.shtml

http://patft.uspto.gov/netahtml|/PTO/search-bool.html

{F US Patent Full-Text Datzl X

“— C | D patftuspto.gov/netahtml/PTO/search-bool.html

e - O *

USPTO PATENT FULL-TEXT AND IMAGE DATABASE

[ Home ][ Quick ][Aduanced][PatNumH Help ]

Data current through September 26, 2017..

All Fields

Query [Help]
Term 1: in Field 1:
AND v
Term 2: in Field 2:
Select vears [Help]
1976 to present [full-text] v

Patents from 1790 through 1975 are searchable o
When searching for specific numbers in the Patent Numn
comm

All Fields

Title

Abstract

Issue Date

Patent Number
Application Date
Application Serial Mumber
Application Type
Applicant Name
Applicant City
Applicant State

Applicant Country

Applicant Type

Assignes Name

Assignes City

Assignes State

Assignee Country

International Classification
Current CPC Classification
Current CPC Classification Class

rent US Classification.
waracters in length, excluding
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E Espacenet - Advanced 5= X

&« C | @ European Patent Office [DE]

Europdisches
Patentamt

https://worldwide.espacenet.com/adva

— Espacenet

Patent Offlce

Office européen
des brevets

Patent search

ncedSearch?locale=en_EP

Deutsch

https://worldwide.espacenet.com/advancedSearch?locale=en_EP

cenet Other EP

ECDEN DD K I o L

Smart search Advanced search

Advanced search

Classification search

Select the collection you wanf to search in E‘

‘ VWorldwide - collection of published applications from 100+ Countries

Quick help

Enter your search terms - CTRL-ENTER expands the field you are in

-+ How many search terms can |

enter per field? Enter keywords

-+ How do | enter words from the
fitle or abstract? Title: [i]

plastic and hicycle

-+ How do | enter words from the I

4

description or claims?
-+ Can | use truncation/wildcards?
-+ How do | enter publication

Title or abstract. [1]

lication. priority and NPL I

reference numbers?

—+ How do | enter the names of
persons and organisations?

—+ What is the difference between

the IPC and the CFC? Publication number: [£]

—+ What formats can | use for the

publication date? ‘

—+ How do | enter a date range for a
publication date search?

—+ Can | save my query? ‘

Related links

hair
2]
Enter numbers with or without country code
WO2008014520
B
Application number: E‘ DE201310112835
B
Priority number. [i] W01995U515925

]

Enter one or more dates or date ranges

Publication date: [£]

2014-12-31 or 20141231

4

Enter name of one or more persons/organisations

Applicant(s): E‘ Institut Pasteur
\ |
Inventor(s): E‘ Smith

\ 4
Enter one or more classification symbols

cpre [i] FO3GT/0

\ ]
Pc [ HOAM1/12

B
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N — .\ http://www.pss-system.gov.cn/sipopublicsearch/portal/uilndex.shtml

sarch/patentsearch/tableSearch-showTableSearchindex.shtml

WEARIERREER ST, B55 S&ETH 2= NS @ R

-;" ﬁjmﬁ&ﬁﬁ English = Francais = Deutsch = pycckwin ~ Espafiol =~ Portugués e  HZERE

-
¥
* Patent Search and Analysis of SIPO

=1y ez =REER Saez e #ITH wOTRER >L ST >SS

& FT=: BW > > aRRE

a8 G B B3 s
i EH
N HiES (7] mEO | = -
hESERE =5
hESEFEE &[]
E= SR (AE)S © sFEe=)E = -~
mESET A=
TEESHME : SIS IPCass ©
PO WIPO  =[
— = i (SRR ) A RN
E=E 2 & #EF
e (7] ey | = v
B+
HEESHIE BE RRIER
BiNEl  EARTE  HCRE
wE mEA ... HERE .
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What to Search?

1) Search by name of inventor/institute/company that have been
working on or likely to work on that particular invention

2) Keywords search - Brainstorm initial keywords

e Start with keywords you familiar with

* Next, include synonyms and equivalents that can be associated with each
part of the invention

Search Within Results

1 Title of Invention Vague. Least reliable.
2 Abstract Narrow.

(Brief summary of the invention) Identify potentially relevant documents.
3 Specification Board.

(Full description of the invention) Usually return many irrelevant hits.
4 Claims .

(Define scope of patent rights) Determine freedom-to-operate.
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Analysis of search

o IIII

Patent X x —— Lack of novelty
Literature Y X X X X - Novel
Patent Z X X X

- Not inventive if one
would have arrived at
your invention in view
of Y& Z
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Takeaway

v Time is of the essence. Avoid delay in seeking IP advice and
filing applications.

v’ Be cautious about all potential disclosure. File PRO when in
doubts. [S130 only and will not be published!!!]

v Do prior art search to assess patentability. Combination of
several databases may give a more comprehensive result.

v" Educate researchers and students on IP issues.
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THANK YOU!

Albert Wai-Kit Chan, Ph. D. Alice Yuen-Ting Wong, Ph.D.

Law Offices of Albert Wai-Kit Chan, PLLC Intellectual Property Specialist

141-07 20th Avenue, Suite 604 Albert Wai-Kit Chan Intellectual Property
Whitestone, NY 11357, U.S.A. Limited

1-(718)-799-1000 Flat D, 10/F, Wing Cheong Commercial Building
chank@kitchanlaw.com 23 Jervois Street, Sheung Wan, Hong Kong

Tel: (852) 2546-1331
wonga@kitchanip.com
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